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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1 .704(b). 
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2a)D This action is FINAL. 2b)K This action is non-final. 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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6) Kl Claim(s) 1-23 is/are rejected. 
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8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

1. A request for continued examination under 37 CFR 1.114 was filed in this application 
after appeal to the Board of Patent Appeals and Interferences, but prior to a decision on the 
appeal Since this application is eligible for continued examination under 37 CFR 1.1 14 and the 
fee set forth in 37 CFR 1 . 1 7(e) has been timely paid, the appeal has been withdrawn pursuant to 
37 CFR 1.114 and prosecution in this application has been reopened pursuant to 37 CFR 1.1 14. 
Applicant's submission filed on June 3, 2003 has been entered. 

Double Patenting Rejections 

2. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); /;/ reLongi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and ? In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) maybe used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

3. Claims 1-23 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-40 of U.S. Patent No. 6,423,854 in view of 
Philippe et al. (WO 99/1 03 1 8, of record). '854 claims cosmetic regimentation composition 
comprising aminophenols and method of using the same for depigmentation. N- 
cholesteryloxycarbonyl-4-aminophenol is among the preferred aminophenol (claim 2), and the 
composition may further comprise other depigmentation agent (claim 18). 
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4. '854 does not expressly claim composition comprising N-cholesteryloxycarbonyl-4- 
aminophenol and hydroquinone compound. 

5. However, Philippe et al. teaches that hydroquinone compounds are well-known 
depigmentation compounds, and are useful in combination with aminophenol compound for 
depigmentation. See, particularly, page 7. 

6. Therefore, it would have been prima facie obvious to a person of ordinary skill in the art, 
at the time the claimed the invention was made, to make a depigmentation composition 
comprising N-cholesteryloxycarbonyl-4-aminophenol and hydroquinone compound because 
hydroquinone compound are well-known depigmentation agent. 

7. Claims 1-23 provisionally rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 37-39 and 47 of copending Application 
No. 10/12541 1 in view of Philippe et al. (WO 99/10318, IDS). 

8. The claims of c 41 1 are drawn to cosmetic composition comprises N- 
cholesteryloxycarbonyI-4-aminophenol and method of using the same for depigmentation. 

9. '41 1 does not expressly claim the composition further comprise hydroquinone 
compounds. However, Philippe et al. discloses that hydroquinone compounds are well-known 
depigmentation agents, and suggest the usefulness of the combination of aminophenol and 
hydroquinone compound for depigmentation. See, particularly, page 7. 

Therefore, it would have been prima facie obvious to a person of ordinary skill in the art, 
at the time the claimed the invention was made, to make a depigmentation composition 
comprising N-cholesteryloxycarbonyl-4-aminophenol and hydroquinone compound because 
hydroquinone compound are well-known depigmentation agent. It is prima facie obvious to 
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combine two compositions each of which is taught in the prior art to be useful for same purpose 
in order to form third composition that is to be used for very the same purpose; idea of 
combining them flows logically from their having been individually taught in prior art; thus, the 
claimed invention which is a combination of two known depigmentation agents sets forth prima 
facie obvious subject matter. See In re Kerkhoven , 205 USPQ 1069. 

This is a provisional obviousness-type double patenting rejection. 

Claim Rejections 35 U.S.C. 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

11. Claims 1-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over Philippe et 

al. (WO 99/10318, of record). 

12. Philippe et al. teach the use of aminophenol derivatives in cosmetic for depigmenting 
and/or bleaching skin or hair (see the abstract). A preferred derivative is N- 
cholesteryloxycarbonyl-4-aminophenol (see page 4, lines 35-40; and example 3, page 8, line 17- 
29). Composition comprising 0.001-10% by weight of the aminophenol are taught (see page 6, 
lines 1-3). Lipid vesicles are taught (see page 6, lines 5-1 1 and 27-29). The reference teaches that 
the aminophenol derivatives, when combined with other depigmenting agents, such as 
hydroquinone compounds, allow the hydroquinone to be used at doses that are less toxic to the 
skin and that when the components are incompatible, they can be incorporated in vesicles (see 
pages 7, lines 11-21). 
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13. Philippe et al do not teach expressly the combination herein, or the particular amounts of 
each component. 

However, it would have been prima facie obvious to a person of ordinary skill in the art, 
at the time the claimed the invention was made, to use N-cholesteryloxycarbonyl-4-aminophenol 
as the aminophenol and combined with hydroquinone compounds as herein claimed. 

One of ordinary skill in the art would have been motivated to make and use such 
combination because N-cholesteryloxycarbonyl-4-aminophenol is one of the preferred 
aminophenol and combination of aminophenol and hydroquinone is known to provide benefit. 
As to the particularly amounts of the components, note, different in concentration will not 
support the patentability of subject matter encompassed by prior art unless there is evidence 
indicating such concentration is critical. Where the general conditions of a claim are disclosed in 
the prior art, it is not inventive to discover the optimum or workable range by routine 
experimentation. In re Aller, 220 F 2d 454, 105 USPQ 233, 235 (CCPA 1955). 

Response to the Arguments 

Applicants' amendments, remarks, and declaration under 37 C.F. R. 132 have been fully 
considered, but are not persuasive with respect to the rejections set forth above. 

While the declaration and remarks convincingly demonstrate the unexpected 
result of the particular combination (N-cholesteryloxycarbonyl-4-aminophenol and 
hydroquinone) at a particular concentration (8x10-5 M of hydroquinone, and 6.77x10-5 M of N- 
cholesteryloxycarbonyl-4-aminophenol), the unexpected results do not commensurate with the 
scope of claimed invention, which encompassed large number of structurally different 
hydroquinone compounds, and much high concentration (0.5 to 1% of hydroquinone, which is 
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about 0.05 to 0.1 M). Regarding the establishment of unexpected results, a few notable principles 
are well settled. It is applicant's burden to explain any proffered data and establish how any 
results therein should be taken to be unexpected and significant. See MPEP 716.02 (b). The 
claims must be commensurate in the scope with any evidence of unexpected results. See MPEP 
716.02 (d). Further, A DECLARATION UNDER 37 CFR 1.1323 must compare the claimed 
subject matter with the closest prior art in order to be effective to rebut a prima facie case if 
obviousness. See, MPEP 716.02 (e). 

For reasons discussed above, the claims have been properly rejected. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shengjun Wang, Ph.D. whose telephone number is (571) 272- 
0632. The examiner can normally be reached on Monday-Friday from 8:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan, can be reached on (571) 272-0629. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 872-9302. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (571) 272-1600. 




Shengjun Wang 



May 15,2004 



